United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 23, 2005

Opposition No 91164988
Serial No. 78316818

FERNANDO BUGALLO
9479 BOCA RIVER CIRCLE
BOCA RATON, FL 33434
ROLEX WATCH U.S.A., INC.

V.

Bugallo, Fernando

BRIAN W. BROKATE

GIBNEY, ANTHONY & FLAHERTY, LLP
665 FIFTH AVENUE

NEW YORK, NY 10022

George Woods, Legal Assistant:

A notice of opposition to the registration sought in the
above-identified application has been filed. A copy of the
notice 1is attached.

ANSWER IS DUE FORTY DAYS after the mailing date hereof.

(See Trademark Rule 2.196 for expiration date falling on
Saturday, Sunday or a holiday).

Proceedings will be conducted in accordance with the Trademark
Rules of Practice, set forth in Title 37, part 2, of the Code of
Federal Regulations. The parties are reminded of the recent
amendments to the Trademark Rules that affect the rules of
practice before the TTAB. See Rules of Practice for Trademark-
Related Filings Under the Madrid Protocol Implementation Act, 68
Fed. R. 55,748 (September 26, 2003) (effective November 2,
2003); Reorganization of Correspondence and Other Provisions, 68
Fed. Reg. 48,286 (August 13, 2003) (effective September 12,
2003) . Notices concerning the rules changes, as well as the
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Trademark Trial and Appeal Board Manual of Procedure (TBMP), are
available at www.uspto.gov/web/offices/dcom/ttab/.

The parties are particularly referred to Trademark Rule 2.126
pertaining to the form of submissions. Paper submissions, including
but not limited to exhibits and depositions, not filed in accordance
with Trademark Rule 2.126 may not be given consideration or entered
into the case file.

Discovery and testimony periods are set as follows:

Discovery period to open: May 13, 2005

Discovery period to close: November 09, 2005

30-day testimony period for party
in position of plaintiff to close: February 07, 2006

30-day testimony period for party
in position of defendant to close: April 08, 2006

15-day rebuttal testimony period
for plaintiff to close: May 23, 2006

A party must serve on the adverse party a copy of the
transcript of any testimony taken during the party's
testimony period, together with copies of documentary
exhibits, within 30 days after completion of the taking of
such testimony. See Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule
2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.129.

NOTE: The Board allows parties to utilize telephone
conferences to discuss or resolve many interlocutory
matters that arise in inter partes cases. See the Official
Gazette notice titled “Permanent Expansion of Telephone
Conferencing on Interlocutory Matters in Inter Partes Cases
Before the Trademark Trial and Appeal Board,” 1235 TMOG 68
(June 20, 2000). The notice is available at
http://www.uspto.gov. Interlocutory matters which the
Board agrees to discuss or decide by phone conference may



be decided adversely to any party which fails to
participate.

If the parties to this proceeding are also parties to other
Board proceedings involving related marks or, during the
pendency of this proceeding, they become parties to such
proceedings, they should notify the Board immediately, so
that the Board can consider consolidation of proceedings.

New Developments at the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to
oppose, notices of opposition, and inter partes filings are now
available at http://estta.uspto.gov. Images of TTAB proceeding
files can be viewed using TTABVue at http://ttabvue.uspto.gov.




Trademark Trial and Appeal Board Electronic Filing System. hitp://estta. uspto.gov

ESTTA Tracking number: ESTTA31217
Filing date: 04/22/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Rolex Watch U.S.A., Inc.
Granted to

Date 4042005
of previous |

extension |

665 Fifth Avenue
Address 'New York, NY 10022
'UNITED STATES

. Brian W. Brokate
- Gibney, Anthony & Flaherty, LLP
Attorney 665 Fifth Avenue
information New York, NY 10022
UNITED STATES

‘bwbrokate@gibney.com Phone:212 688 5151

Applicant Information

Application No 78316818 P“b;‘:;‘“’“ 10/26/2004
Opposition | Opposition |

3 / ! '
Filing Date  4/22/2005 ' Pestod Ends | 0412412005

Bugallo, Fernando
Applicant 9479 Boca River Circle
Boca Raton, FL 33434



'UNITED STATES

Goods/Services Affected by Opposition

Class 012.

All goods and sevices in the class are opposed, namely: AUTOMOTIVE PARTS AND

~ACCESSORIES, NAMELY, SHORT GEAR SHIFTERS, PULLEYS, DRIVE GEARS,
BILLET ALUMINUM PARTS FOR VEHICLES, NAMELY, AUTOMOTIVE
EXTERIOR AND INTERIOR ALUMINUM DECORATIVE AND PROTECTIVE
TRIM FOR RACING AND DECORATIVE PURPOSES

~ Attachments ‘ roll-x-speed.pdf ( 3 pages )

Signature . /Brian W. Brokate/
Name Brian W. Brokate
Date 04/22/2005



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No. 78-316, 818
For the mark ROLL-X SPEED

Published in the Official Gazette on October 26, 2004

ROLEX WATCH U.S.A., INC.
V.

FERNANDO BUGALLO
NOTICE OF OPPOSITION

Rolex Watch US.A,, Inc., a corporation duly organized and existing under the laws of
the State of New York, having an office and principal place of business at 665 Fifth
Avenue, New York, New York 10022 (hereinafter “Rolex” or “Opposer”), believing that
it will be damaged by the registration of the mark shown in the above-identified
application, hereby opposes Application Serial No. 78-316,818.

The grounds for opposition are as follows:

1. The Opposer is a corporation duly organized and existing under the laws of the State
New York, having an office and principal place of business at 665 Fifth Avenue, New
York, New York 10022.

2. Commencing long prior to Applicant’s filing date, Opposer has been responsible for
assembling, finishing, marketing and selling in interstate commerce high quality
Rolex watches, watch bracelets and related products for men and women under the
mark ROLEX.

3. Opposer is the exclusive distributor and warrantor in the United States of Rolex
watches, all of which are identified by the trade name and trademark ROLEX.

4. Opposer is the owner of, and will rely herein, upon the following federal trademark
registration in the U.S. Patent and Trademark Office:

Trademark Registration No.  Issued
[ ROLEX | 101,819 [ 11215




10.

11.

12.

13.

Opposer’s Registration No. 101,819 identifies the goods as watches, clocks, parts of
watches and clocks, and their cases. Registration No. 101,819 is incontestable
pursuant to 15 U.S.C. § 1065. A copy of Registration No. 101,819 is attached hereto,
as Opposer’s Exhibit 1. Said registered mark of Opposer is valid and subsisting and
is conclusive evidence of Opposer’s exclusive right to use Opposer’s mark in
commerce on the good specified in Registration No. 101,819.

Opposer will also rely on its common law trademark rights resulting from its use of
the ROLEX mark on a variety of goods, including watches, watch bracelets and
related products.

Rolex has used the ROLEX trademark for many years on and in connection with
Rolex watches and related products. The ROLEX trademark identifies high quality
products originating with Rolex.

Since its initial use of the ROLEX mark, Opposer has made a substantial investment
in advertising and promoting its goods under the ROLEX trademark. Based upon
Opposer’s extensive use, advertisement, promotion and sales of its goods bearing the
ROLEX trademark to the public through various channels of trade in commerce, the
ROLEX trademark has acquired secondary meaning so that any product and
advertisement bearing such marks is immediately associated by consumers, the public
and the trade as being a product and affiliate of Rolex.

Rolex has gone to great lengths to protect its name and enforce the ROLEX
trademark.

The ROLEX trademark is a fanciful mark that is entitled to the highest level of
protection afforded by law.

The ROLEX trademark is famous and distinctive and became such prior to the
Applicant’s filing for the mark ROLL-X SPEED.

Upon information and belief, notwithstanding Opposer’s rights in and to the ROLEX
trademark, on October 22, 2003, Applicant filed an intent to use application for
registration of the alleged ROLL-X SPEED trademark for “automotive parts and
accessories, namely, short gear shifters, pulleys, drive gears, billet aluminum parts for
vehicles, namely, automotive exterior and interior aluminum decorative and
protective trim for racing and decorative purposes.” Said application was assigned
Serial No. 78-316,818, and was published for Opposition in the Official Gazette on
October 26, 2004.

Opposer, upon information and belief, avers that its customers, and the public in
general, are likely to be confused, mistaken or deceived as to the origin and
sponsoship of Applicants proposed goods to be marketed under Applicant’s alleged
ROLL-X SPEED trademark and misled into believing that such goods are produced



by, emanate from , or are in some way directly or indirectly associated with Opposer,
to the damage and detriment of Opposer and its reputation.

14. Opposer, upon information and belief, avers that it will be damaged by the
registration by Applicant of the alleged ROLL-X SPEED trademark, as set forth in
Applicant’s Trademark Application Serial No.78-316,818, in that the mark is
substantially similar to Opposer’s trademark and common law rights and will dilute
Opposer’s mark.

WHEREFORE, the Opposer, Rolex, believes that it is being and will continue to be
damaged by the registration of the ROLL-X SPEED trademark as aforesaid, and prays
that said Application Serial No. 78-316,818 be rejected, that no registration be issued
thereon to Applicant, and that this Opposition be sustained in favor of Opposer.

Opposer has appointed Brian W. Brokate, a member of the law firm of Gibney,
Anthony & Flaherty, LLP to prosecute this opposition proceeding and to transact all
business in and before the United States Trademark Office in connection herewith. Please
address all correspondence to:

Gibney, Anthony & Flaherty, LLP
665 5™ Avenue
New York, New York 10022

The filing fee for this opposition in the amount of $ 300 is enclosed herewith.

Respectfully Submitted,

Dated: April 22, 2005 q\\ E

Brian W. Brokate

Gibney, Anthony & Flaherty, LLP
665 Fifth Avenue

New York, NY 10022

(212) 688-5151

(212) 688-8315 (fax)

bwbrokate @ gibney.com

Attorneys for Opposer
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